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DETAILED ACTION 

This action is in response to the amendments filed on 12/17/2007. 

Claim Rejections - 35 USC § 101 

Claims 14 and 15 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non- statutory subject matter. The claim is directed to nonfunctional descriptive 
material that does not constitute a statutory process, machine, manufacture, or composition of 
matter. "Certain types of descriptive material, such as music, literature, art, photographs, and 
mere arrangements or compilations of facts or data, without any functional interrelationship is 
not a process, machine, manufacture, or composition of matter." (See MPEP 2106.01 Section II). 
In the instant case, claims 14 and 15 recite providing data in the form of "test data" and "multi- 
level data" on a medium which are used by something other than the medium and do not have a 
physical or logical interrelationship among themselves. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Powelson 
(US 6940790) in view of Fujita et al (US 546420). 

Regarding claims 1 and 13, Powelson discloses an information recording/reproducing 
apparatus, comprising: a binary/multi-level data converting unit converting binary data into 
multi-level data (404, fig. 4a, and fig. 4b); a test data generating unit generating test data 
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forming part of the multi-level data (202, fig. 2 and col. 10 lines 21-25); a data recording unit 
recording the multilevel data including the test data to an information recording medium (408, 
fig. 4a, 4b and col. 10 lines 21-25); a signal reproducing unit outputting reproduction signals of 
the multi-level data including the test data from the information recording medium (208, fig. 5); 
a test data examining unit examining the reproduction signals of the multi-level data including 
the test data to determine whether the test data is normal (820, fig. 8a and col. 22 lines 7-18); a 
waveform equalization unit equalizing a waveform of the examined test data when the test data 
examining unit determines that the test data is normal (col. 12 lines 61-67 thru col. 13 lines 1- 
5); and a multi-level determining unit determining multi-level data by referring to a pattern 
table generated using the examined test data (fig. 4b and col. 13 lines 7-17). 

Further regarding claims 1 and 13, Powelson fails to disclose wherein determining 
whether the test data is normal comprises determining whether a distribution of the test data is 
within a predetermined range. Powelson discloses finding a mean squared difference between 
the target data and the recovered test data but fails to disclose using a distribution of the 
recovered data for the evaluation. In the same field of endeavor, Fujita discloses using a 
distribution of recovered data to calculate thresholds used in evaluating the data (col. 4 lines 60- 
67 through col. 5 lines 1-7). It would have been obvious to one of ordinary skill in the art to 
use a distribution of the test data in order to determine if the data is normal. The rationale is as 
follows: One of ordinary skill in the art at the time of the applicant's invention would have 
been motivated to use a distribution of data in order to compensate for abnormal differences in 
reflection values that may result from part of the test data. 
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Regarding claim 2, Powelson further discloses wherein the test data examining unit 
includes: a data distinguishing unit categorizing an input data frame into a test frame including 
the test data and a data frame (col. 6 lines 50-57); a distribution computing unit computing a 
frequency distribution of values for the reproduction signals of the test data (fig. 7 and col. 16 
lines 34-43); a feature amount detection unit detecting a feature amount of the computed 
frequency distribution (col. 17 lines 1 1-20); a comparing unit deciding whether the test data is 
normal by comparing the detected feature amount with a prescribed value (col. 21 lines 46-51); 
and a memory unit storing the values of the reproduction signals of the test data (col. 16 lines 
44-49). 

Regarding claim 3, Powelson further discloses wherein when the data distinguishing unit 
determines that the input data frame is the test frame, the waveform equalizing unit and the 
multi-level determining unit stop operating, the distribution computing unit starts computing the 
frequency distribution of the values for the reproduction signals of the test data, and the 
memory unit stores the test data (fig 8b). 

Regarding claim 4, Powelson further discloses wherein when the comparing unit decides 
that the test data is normal, effective data in the memory unit is output to the waveform 
equalization unit for determining a coefficient of a filter of the waveform equalization unit 
according to automatic equalization algorithm, and the effective data is also output to the multi- 
level data determining unit for generating the pattern table (col. 12 lines 42-67 thru col. 13 lines 
1-17). 

Regarding claim 5, Powelson further discloses wherein the multi-level data determining 
unit includes: a pattern table generating unit generating the pattern table; and a multi-level data 
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detecting unit detecting the multi-level data by searching through the pattern table for a pattern 
which is similar to effective data in the memory unit (fig. 4b and col. 6 lines 58-67 thru col. 7 
lines 1-4). 

Regarding claim 6, Powelson further discloses wherein when the test data examining unit 
determines that the test data is normal, the multi-level data detecting unit outputs the effective 
data in the memory unit as multi-level data (figs. 8a-b). 

Regarding claim 7, Powelson further discloses wherein when the comparing unit decides 
that the test data is abnormal, the test data from the information recording medium is examined 
again and input to the distribution computing unit (820-822, fig. 8a) 

Regarding claim 8, Powelson further discloses wherein the test data is not used when the 
test data is again decided to be abnormal (822, fig. 8a). 

Regarding claim 9, Powelson further discloses wherein one or more test data from the 
information recording medium is examined, wherein when the feature amount of the test data 
surpasses a prescribed range, the value of the reproduction signals of the test data surpassing the 
prescribed range is excluded (824, fig. 8a), wherein an average of the values of the reproduction 
signals of the test data except for the excluded test data is obtained for detecting the multi-level 
data (col. 22 lines 37-40). 

Regarding claim 10, Powelson further discloses wherein the test data is allocated before 
and after the multi-level data (col. 10 lines 21-32). 

Regarding claims 1 1 , Powelson further discloses wherein the test data includes 
combinations of data comprising same numeric series (col. 8 lines 30-34). 
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Regarding claims 12, Powelson further discloses wherein the test data includes 
combinations of data comprising different numeric series (col. 8 lines 42-46). 

Regarding claim 14, Powelson discloses an information recording medium comprising: 
multi-level data converted from binary data (fig. 4b), and test data used in reproducing the multi- 
level data (820, fig. 8a and col. 22 lines 7-18), wherein the test data includes combination of data 
comprising different numeric series (col. 8 lines 30-34), wherein the test data and the multi-level 
data is usable to to determine whether the test data is normal (820, fig. 8a and 21 lines 61-67 
through col. 22 lines 1-18). 

Regarding claim 15, Powelson discloses an information recording medium comprising: 
multi-level data converted from binary data (fig. 4b), and test data used in reproducing the multi- 
level data (820, fig. 8a and col. 22 lines 7-18), wherein the test data includes combination of data 
comprising same numeric series (col. 8 lines 42-46), wherein the test data and the multi-level 
data is usable to to determine whether the test data is normal (820, fig. 8a and col. 21 lines 61-67 
through col. 22 lines 1-18). 

Further regarding claims 14 and 15, Powelson fails to disclose wherein determining 
whether the test data is normal comprises determining whether a distribution of the test data is 
within a predetermined range. Powelson discloses finding a mean squared difference between 
the target data and the recovered test data but fails to disclose using a distribution of the 
recovered data for the evaluation. In the same field of endeavor, Fujita discloses using a 
distribution of recovered data to calculate thresholds used in evaluating the data (col. 4 lines 60- 
67 through col. 5 lines 1-7). It would have been obvious to one of ordinary skill in the art to 
use a distribution of the test data in order to determine if the data is normal. The rationale is as 
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follows: One of ordinary skill in the art at the time of the applicant's invention would have 
been motivated to use a distribution of data in order to compensate for abnormal differences in 
reflection values that may result from part of the test data. 

Response to Arguments 
Applicant's arguments filed 12/17/2007 have been fully considered but they are not 
persuasive. In response to applicant's argument that Fujitsa et al (US 5469420) does not remedy 
the deficiencies of Powerlson et al (US 6940790), because Fujitsa provides for the use actual 
reproduction data in the evaluation as opposed to test data, the examiner respectfully disagrees. 
Powelson provides for the use of test data to be evaluated using a mean squared error evaluation, 
and the only deficiency of Powelson is the use of distribution of the test data in the evaluation 
process. Fujita discloses the use of a distribution in evaluation reproduction data curing the 
deficiency of Powelson, and one would have been motivated to make the combination for the 
reasons recited in the rejection above The test for obviousness is not whether the features of a 
secondary reference may be bodily incorporated into the structure of the primary reference; nor 
is it that the claimed invention must be expressly suggested in any one or all of the references. 
Rather, the test is what the combined teachings of the references would have suggested to those 
of ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). In this 
case, the teachings of Fujitsa would have suggested to one of ordinary skill in the art at the time 
of the applicant's invention the use of a distribution analysis to determine if the test data of 
Powelson is normal. 

In response to applicant's arguments that one of ordinary skill in the art would not have 
looked to Fujitsa because Fujitsa does not use test data during the analysis, "A person of ordinary 
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skill in the art is also a person of ordinary creativity, not an automation." KSR, 550 U.S. at , 

82 USPQ2d at 1397. "[I]n many cases a person of ordinary skill will be able to fit the teachings 
of multiple patents together like pieces of a puzzle."Id. Office personnel may also take into 
account "the inferences and creative steps that a person of ordinary skill in the art would 

employ."Id. at , 82 USPQ2d at 1396. 

In response to applicant's arguments that the examiner has not applied the Graham factors 
in rejecting the claims under 35 U.S.C. 103, the examiner disagrees. It is unclear to the examiner 
which of the Graham factors applicant is contending have not been satisfied by the rejection. 
The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

The rejection properly applies the Graham factors by identifying what is disclosed in Powelson, 
identifying the deficiencies in Powelson, identifying what is disclosed in Fujitsa, resolving that 
one of ordinary skill in the art would be capable of combining the references and providing a 
proper motivation. Applicant attacks the motivation provided by the examiner as an 
"unsupported statement," but fails to articulate any support for why the motivation is not proper 
for the combination of the references. (Applicant's arguments pages 11-12) "If an applicant 
disagrees with any factual findings by the Office, an effective traverse of a rejection based 
wholly or partially on such findings must include a reasoned statement explaining why the 
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applicant believes the Office has erred substantively as to the factual findings. A mere statement 
or argument that the Office has not established a prima facie case of obviousness or that the 
Office's reliance on common knowledge is unsupported by documentary evidence will not be 
considered substantively adequate to rebut the rejection or an effective traverse of the rejection 
under 37 CFR 1.111(b)." (See MPEP 2141 section IV). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TAWFIK GOMA whose telephone number is (571)272-4206. 
The examiner can normally be reached on 8:30 am - 5:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on (571) 272-4090. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Joseph H. Feild/ 

Supervisory Patent Examiner, Art Unit 
2627 

/Tawfik Goma/ 
Examiner, Art Unit 2627 



